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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 02 August 2006 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 

7) D Claim (s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Amendment Entry 

1 . The amendment filed August 2, 2006 has been entered. Claims 17 and 20-21 
have been amended. Claims 1-21 are under consideration in this office action. 

Withdrawal of Rejections 

2. The rejection of claims 17-21 under 35 U.S.C. 112, second paragraph, has been 
withdrawn in view of applicants' amendments and arguments. 

Response to Arguments 

3. Applicant's arguments filed August 2, 2006 have been fully considered but they 
are not persuasive. 

Claim Rejections -35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The rejection of claims 1-3, 5-7, 9-10, 12-14, 17-21 under 35 U.S.C. 103(a) as 
being unpatentable over Novak et al., in view of Delisle is maintained for reasons 
already of record. The rejection was on the grounds that it would have been prima facie 
obvious at the time of applicants' invention to modify the method of production as taught 
by Novak et al., wherein the modification simply exchanges the glucose carbon source 
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for the sucrose carbon source as taught by Delisle. No more than routine skill would 
have been required to exchange sucrose for glucose when the art teaches the use of 
alternative yet functionally equivalent carbon sources such as sucrose, glucose and 
fructose within the method of producing mutacin bacteriocins. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the prior art 
teaches the use of different carbon sources within the instantly claimed ranges, wherein 
the carbon sources were glucose, sucrose, fructose, and galactose. Therefore the use 
of a known member of a class of carbon source material in a process is not patentable if 
other members of that class were known to be useful for that purpose, even thought the 
results are better than expected. 

Applicants' urge that the methods of the prior art do not result in production levels 
as great as the instant invention. However, the prior art can be modified or combined to 
reject claims as prima facie obvious as long as there is a reasonable expectation of 
success. In re Merck & Co., Inc., 800 F.2d1091, 231 USPQ 375 (Fed. Cir. 1986) 
(Claims directed to a method of treating depression with amitriptyline (or nontoxic salts 
thereof) were rejected as prima facie obvious over prior art disclosures that amitriptyline 
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is a compound known to possess psychotropic properties and that imipramine is a 
structurally similar psychotropic compound known to possess antidepressive properties, 
in view of prior art suggesting the aforementioned compounds would be expected to 
have similar activity because the structural difference between the compounds involves 
a known bioisosteric replacement and because a research paper comparing the 
pharmacological properties of these two compounds suggested clinical testing of 
amitriptyline as an antidepressant. The court sustained the rejection, finding that the 
teachings of the prior art provide a sufficient basis for a reasonable expectation of 
success. Similarly, the prior art no only suggests but use several carbon sources and 
provides that they are expected to have similar activity because the structural 
similarities and because and the art compares the properties of these compounds as 
carbon sources. Therefore, applicants' argument is not persuasive and the rejection is 
maintained. 

5. The rejection of claims 1-21 under 35 U.S.C. 103(a) as being unpatentable over 
Qi et al., in view of DeVuyst et al is maintained for reasons already of record. The 
rejection was on the grounds that it would have been prima facie obvious at the time of 
applicants' invention to modify the method of production as taught by Qi et al., wherein 
the modification simply exchanges the glucose carbon source for the sucrose carbon 
source as taught by DeVuyst et al. One of ordinary skill in the art would have a 
reasonable expectation of success since the art teaches a method of producing similar 
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lantibiotic bacteriocins using the many of the reagents, at similar levels within the same 
method steps to achieve similar results. 

Applicants argue that there is no suggestion to combine the references, however 
it is the examiner's position that the references supply motivation since the references 
supply motivation because DeVuyst et al., teach that using sucrose within the instantly 
claimed ranges can results in increased biomass level and conversely cause a 
decrease in both biomass and nisin titres, depending on its concentration. Thus the art 
teaches that the exchange of glucose for sucrose as the carbon source will affect the 
production of mutacin. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
i.e., production levels are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Furthermore, "Expected beneficial results are evidence of obviousness of a 
claimed invention...." In re Gershon, 372 F.2d 535, 538, 152 USPQ 602, 604 (CCPA 
1967) (resultant decrease of dental enamel solubility accomplished by adding an acidic 
buffering agent to a fluoride containing dentifrice was expected based on the teaching of 
the prior art); Ex parte Blanc, 13.USPQ2d 1383 (Bd. Pat. App. & Inter. 1989) (Claims at 
issue were directed to a process of sterilizing a polyolefinic composition which contains 
an antioxidant with high-energy radiation. Although evidence was presented in 
appellant's specification showing that particular antioxidants are effective, the Board 
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concluded that these beneficial results would have been expected because one of the 
references taught a claimed antioxidant is very efficient and provides better results 
compared with other prior art antioxidants.). In this case, a reference may be relied 
upon for all that it would have reasonably suggested to one having ordinary skill the art, 
Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, 
denied, 493 U.S. 975 (1989). See also Celeritas Technologies Ltd. v. Rockwell 
International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir.1998) 
Thus applicants assertions are not persuasive especially when considering that no more 
than routine skill is involved in exchanging the sucrose component within a similar the 
process of production as taught by DeVuyst et al., in order to achieve the results taught 
in the prior art since DeVuyst teaches optimizing conditions, reagents and steps using a 
related lantibiotic bacteriocin in another lactic acid producing bacteria. Therefore, 
applicants' argument is not persuasive and the rejection is maintained. 

Conclusion 

6. No claims allowed. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 



Application/Control Number: 10/672,784 



Page 7 



Art Unit: 1645 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ja-Na Hines whose telephone number is 571-272-0859. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
acting supervisor, A. Mark Navarro can be reached on 571-272-0861 . The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





MARK NAVARRO 
PRIMARY EXAMINER 



